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REMARKS: 

CLaims 1 -39 are currently pending in the application. Claims 1-16 and 24-39 have been 
allowed. Claims 17-23 have been objected to. 

Applicants gratefully acknowledge the Examiner's allowance of claims 1-16 and 24-39. 

Reconsideration of the Examiner's objection to claims 17-23, presumably under 35 
U.S.C. § 1 12. second paragraph, is respectfully requested. 

The Examiner argues that "Claims 17-23 are objected to as being hybrid claims because 
each claim refers back to another claim which results in the above claims being indefinite", and 
relies on Ex Parte Lyell for this assertion. Applicants respectfully note, however, that the 
prohibitions of Ex Parte Lyell do not apply to the presently objected claims, and hence, the 
Examiner's rejection lacks legal basis. 

Ex Parte Lyell dealt with a situation in which a patent applicant attempted to coven in a 
single claim, both an apparatus and a method of using that apparatus . In particular, the claim at 
issue there was directed to a "transmission repair tool in the form of a workstand and... the 
method of using same in repairing automatic transmissions". The Federal Circuit held this claim 
to be invalid under 35 U.S.C. § 1 12, second paragraph, because it did not "apprise a person of 
ordinary skill in the art of its scope." In coming to this decision, the Court focused on the fact 
that the combination of the two statutory classes of invention rendered a manufacturer or seller 
of the claimed apparatus unable to determine, based on the claim, whether it could be found 
liable for contributory infringement if a buyer or user of the apparatus were to carry out the 
claimed method of using the apparatus. 

The Ex Parte Lyell decision is also discussed in M.P.E.P. § 2173.05(p): 

II. PRODUCT AND PROCESS IN THE SAME CLAIM 

A single claim which claims both an apparatus and the method steps of using the 
apparatus [emphasis added] is indefinite under 35 U.S.C. 112. second paragraph. 
In Ex parte Lyell, 17 USPQ2d 1548 (Bd. Pat. App. & Inter. 1990), a claim 
directed to an automatic transmission workstand and the method steps of using it 
was held to be ambiguous and properly rejected under 35 U.S.C. 112. second 
paragraph. 
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Such claims should also be rejected under 35 U.S.C. 101 based on the theory that 
the claim is directed to neither a "process" nor a "machine/ 7 but rather embraces 
or overlaps two different statutory classes of invention set forth in 35 U.S.C. 101 
which is drafted so as to set forth the statutory classes of invention in the 
alternative only. Id. at 1551. 

Turning now to the present case, Applicants respectfully note that the claims currently at 
issue are not hybrid claims as the Examiner asserts, and hence, the rationale of Ex Parte Lyell 
does not apply to these claims. In particular, the claims currently at issue contain only product 
limitations, and depend from other product claims. Unlike the claims in Ex Parle Lyell, these 
claims belong to a single statutory class, and it is quite clear which features a product must have 
in order for it to infringe the claims. 

Since the claims at issue clearly and unambiguously define the products which they 
cover, the notice function of these claims has been complied with. It is thus respectfully 
submitted that the Examiner's rejection was improper, and should be withdrawn. 

Should the Examiner have any questions or desire clarification of any sort, the Examiner 
is invited to telephone the undersigned at the number listed below. Please reference Attorney 
Docket No. LYRN009US0. 
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It is believed no further fee is due with this submission, however, if a further fee is due or 
a credit deemed appropriate, the Commissioner is hereby authorized to charge such fee or assign 
such credit to Deposit Account No. 50-3694 of Fortkort & Houston P.C 

Respectfully submitted, 
FORTKORT & HOUSTON P.C 



Date: June 5, 2007 



9442 N. Capital of Texas Hwy. 
Arboretum Plaza One, Suite 500 
Austin, Texas 78759 
Tel: (512)343-4525 
Fax: (512) 343-4530 
jfortkort@foholaw.com 




OR APPLICANTS 
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